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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the
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NASE, Admini strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 1 through 7 and 9. Cains 8 and 13

t hrough 43 have been wi thdrawn from consideration under 37 CFR

! Application for patent filed February 16, 1993.
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8§ 1.142(b) as being drawn to a nonel ected invention. Cains

10 through 12 have been al |l owed.

W REVERSE
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BACKGROUND

The appellants' invention relates to a | ong bone
prosthesis. An understanding of the invention can be derived
froma reading of exenplary claim1, which appears in the

appendi x to the appellants' brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Feil er? 4,997, 448 March 5, 1991
Hack et al. (Hack) 5,133,772 July 28, 1992
Tor ni er 5,171, 289 Dec. 15, 1992
Hui skes et al. (Huiskes) 5,314, 494 May 24,
19943

Claim1 stands rejected under 35 U.S.C. § 102(b) as being

antici pated by Feiler.

2 The exam ner and the appellants both referred to this
patent by the nane "Filer." However, a Certificate of
Correction was issued on Cctober 15, 1991 correcting the
inventor's last nane to "Feiler."

3 Effective filing date of Nov. 3, 1988.
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Clainms 1, 2, 3 and 9 stand rejected under 35 U.S.C. 8§ 103

as being unpatentabl e over Hack in view of Huiskes.

Clains 4, 5, 6 and 7 stand rejected under 35 U . S.C. § 103
as bei ng unpat entabl e over Hack in view of Hui skes and either

Feiler or Tornier.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nake reference to the final rejection (Paper
No. 15, nmmiled June 26, 1995), the exam ner's answer (Paper
No. 24, mailed June 25, 1996) and the exami ner's answer to
reply brief (Paper No. 26, mailed Decenber 10, 1996) for the
exam ner's conpl ete reasoning in support of the rejections,
and to the appellants' brief (Paper No. 23, filed March 1,
1996) and reply brief (Paper No. 25, filed August 22, 1996)

for the appellants' argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given

careful consideration to the appellants' specification and
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clainms, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we make the

deter m nati ons which foll ow.

The anti ci pation issue
W will not sustain the examner's rejection of claiml

under 35 U . S.C. § 102(b).

Initially we note that anticipation by a prior art
ref erence does not require either the inventive concept of the
cl ai med subject natter or the recognition of inherent
properties that may be possessed by the prior art reference.

See Verdegaal Bros. Inc. v. Union Gl Co., 814 F.2d 628, 633,

2 USPQ2d 1051, 1054 (Fed. Cr.), cert. denied, 484 U S. 827

(1987). A prior art reference anticipates the subject of a
cl aimwhen the reference discloses every feature of the

clai med invention, either explicitly or inherently (see Hazan

v. Int'l Trade Commin, 126 F.3d 1473, 1477, 44 USPQd 1358,

1361 (Fed. Gir. 1997) and RCA Corp. v. Applied Digital Data

Systens, Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed.
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Cr. 1984)); however, the |l aw of anticipation does not require
that the reference teach what the appellants are clai mng, but
only that the clains on appeal "read on" sonething disclosed

in the reference (see Kalman v. Kinberly-dark Corp., 713 F.2d

760, 772, 218 USPQ 781, 789 (Fed. Cir. 1983), cert. denied,

465 U.S. 1026 (1984)).

Caim1l recites a | ong bone prosthesis conprising, inter
alia, a neck portion, a stemportion including neans for force
fit engaging a | ong bone canal, an intermnmediate portion
di sposed between the neck portion and the stem portion, and
seal neans di sposed between the internediate portion and each
of the neck and stem portions for containing cenent under
pressure adjacent the internediate portion and preventing
| eaki ng of cenent therefromduring inplantation of the
prosthesis. Caim1l further recites that the seal neans
includes a circunferential flange (e.g., 24) "between the stem
portion (16) and the internmedi ate portion (20) extending
radially outwardly fromthe longitudinal axis (32) for press-

fit engaging the |ong bone canal (36)" and that the
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circunferential flange is constructed as an integral, one-

piece unit with the stemportion or the internediate portion.

Feil er discloses a proximl cenment sealing plug for a hip
prosthesis. The sealing plug 2 is shown in Figures 10 and 11.
The hip prosthesis is shown in Figure 14. Figure 17 shows the
hip prosthesis and sealing plug inplanted in the proxinmal

f emur.

The appel l ants argue (brief, pp. 6-8, and reply brief,
pp. 1-3) that Feiler does not disclose the recited "sea
means” since the structure of Feiler cannot prevent |eaking of
cenment therefromduring inplantation of the prosthesis.
Specifically, the appellants point out that Feiler |acks any
structure equivalent to their resilient rear seal nenber 55.
We agree. The examiner's position (examner's answer to reply
brief, p. 2) that the seal nenber 55 is not part of the
cl ai med subject natter because it is a separate piece used in
conbi nation with the prosthesis 10 i s unpersuasive for the
follow ng reasons. Under 35 U S.C. § 112, paragraph 6, an

element in a claimexpressed as a neans for performng a
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specified function is construed to cover the correspondi ng
structure, material, or acts described in the specification
and equi val ents thereof. Thus, as stated by the appellants,
the correspondi ng structure of the clained "seal neans" is the
first seal 24, resilient seal nenber 40, collar portion 54 and
resilient rear seal nenber 55 which together act to contain
cement under pressure and prevent | eaking of cenent therefrom
during inplantation of the prosthesis. Feiler's sealing plug
2 and the collar portion of his prosthesis do not act to
contain cenent under pressure or prevent |eaking of cenent for
the reasons set forth by the appellants. Thus, Feiler does

not anticipate claim1.

In addition, we wish to point out to the exam ner that
t he
clainmed circunferential flange being constructed as an
"integral, one-piece unit" with the stemportion or the
i ntermedi ate portion does not "read on" Feiler's device. In
that regard, Feiler's sealing plug and prosthesis are separate
el ements and even when inplanted in the fenoral stem coul d not

be regarded as an "integral, one-piece unit."
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For the reasons set forth above, the decision of the
examner to reject claiml under 35 U . S.C. 8§ 102(b) is

rever sed.

The obvi ousness i ssue

W will not sustain the examiner's rejection of clains 1

through 7 and 9 under 35 U.S.C. § 103.

The test for obviousness is what the conbi ned teachings
of the references would have suggested to one of ordinary

skill in the art. See In re Young, 927 F.2d 588, 591, 18

USPQ2d 1089, 1091 (Fed. Cir. 1991) and In re Keller, 642 F.2d

413, 425, 208 USPQ 871, 881 (CCPA 1981).

Clainms 1 and 3, the only independent clains on appeal,
each recite a | ong bone prosthesis conprising, inter alia, a
neck portion, a stemportion including neans for force fit
engagi ng a | ong bone canal, an internediate portion disposed
bet ween the neck portion and the stem portion, and seal neans
di sposed between the internediate portion and each of the neck

and stem portions for containing cenent under pressure
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adj acent the internediate portion and preventing | eaki ng of

cenment therefromduring inplantation of the prosthesis.

The appel l ants argue (brief, pp. 8-12, and reply brief,
pp. 3-4) that the applied prior art does teach or suggest a
stem portion including neans for force fit engaging a | ong
bone canal as recited in clains 1 and 3. W agree. The
corresponding structure, under 35 U S.C. § 112, paragraph 6,
of the claimed "neans for force fit engaging a | ong bone
canal " is disclosed (specification, p. 7) as being in the form
of flutes, spines, or both, for better initial fixation and
torsional stability. W have reviewed the applied prior art
(i.e., Hack, Huiskes, Feiler and Tornier) and fail to find
therein any teaching or suggestion of any structure that would
be equivalent to the clainmed "nmeans for force fit engaging a
| ong bone canal" (i.e., flutes, spines, or both
(specification, p. 7) as shown in Figures 1-3, 4, 5, 11 and 12
by el enent nunbers 18, 118, 218, 418 and 518, respectively).
Wiile the prosthesis of either Hack, Feiler or Tornier my
firmy engage the | ong bone canal due to conplinentary

substantially oval cross-sections, it is our view that the
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claimed "nmeans for force fit engaging a | ong bone canal "
requires nore (i.e., flutes, spines, or both as shown in
Figures 1-3, 4, 5, 11 and 12). 1In addition, we note that the
I ssue of whether it would have been obvious to one of ordinary
skill in the art at the tinme the invention was nade to nodify
Hack or other prior art (e.g., German 92 13 218.9%) by prior
art teaching "neans for force fit engaging a | ong bone canal”
(e.g., European Patent Application 0 393 608 or PCT WO

83/ 02555) is not an issue before us in this appeal.

The applied prior art fails to suggest all the clained
limtations for the reasons set forth above. Accordingly, the
deci sion of the examiner to reject clains 1 through 7 and 9

under 35 U.S.C. 8 103 is reversed.

4 On March 16, 1995, the appellants filed an affidavit
under 37 CFR 8§ 1.131 (Paper No. 12) to swear back of the
Novenber 26, 1992 effective date of this reference. Qur
review of the record finds no indication that the exam ner
ever consi dered whether or not this affidavit was effective to
renove this reference as prior art.
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CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject
claiml under 35 U.S.C. 8 102(b) is reversed and the decision
of the examner to reject clainms 1 through 7 and 9 under 35
US C 8§ 103 is reversed.

REVERSED

JEFFREY V. NASE
Adm ni strative Patent Judge

JAMES M MEI STER )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
CHARLES E. FRANKFORT ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)
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